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OVERVIEW

 Intellectual property (IP) law

 The concept and nature of intellectual property (IP)

 Legal protection of IP rights in Malaysia
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“All I asked was, „How 

can I patent copyright in 

my trademark design?!!” 



DEFINITION

World Intellectual Property Organization (WIPO): IP

refers to creations of the mind: inventions; literary

and artistic works; and symbols, names and images

used in commerce.

 IP is divided into 2 categories:

 Industrial Property includes patents for inventions,

trademarks, industrial designs and geographical

indications.

 Copyright covers literary works (such as novels,

poems and plays), films, music, artistic works (e.g.,

drawings, paintings, photographs and sculptures) and

architectural design.
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THE IMPORTANCE OF INTELLECTUAL

PROPERTY TO ENGINEERS AND SCIENTISTS

 Art.27 of the Universal Declaration of Human Rights

(UDHR) recognizes creators, or owners, of patents,

trademarks or copyrighted works to benefit from

their own work or investment in a creation.

 IP forms the backbone of most economics i.e the

driving force behind innovations and knowledge-

driven economy.

 IP improves the profile of Engineers in the

business/general community and improves

competitiveness in International marketplace.
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MAIN TYPES OF IP IN MALAYSIA

IP types Protection Period of protection Statutes

Patents Inventions 

(product or 

process)

S.35: 15 yrs from date of 

grant or 20 yrs from date 

of filing application

Patents Act 1983 

Trademarks distinguishing 

marks

S.32: 10 yrs, renewable for 

additional periods of 10 yrs  

Trade Marks Act 

1976 

Industrial 

design

identifiable 

appearance

S.25: 5 yrs from filing date 

+ renewable 5 + 5 yrs

Industrial Design 

Act 1996

Copyrights written or 

recorded 

works

S.17-22: author’s life + 50 

yrs after death/1st

published/ made/given

Copyright Act 

1987

Trade 

secrets

industrial 

know-how

protected by common law
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UNDERSTANDING IP 
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Copyright
Logo & script design

Trademark 
Logo, script design 

& distinctive shape 

of Coke bottle  

Patents 
method of making 

“barrier coated 

plastic containers.”  

Trade secrets
formula for making Coca-Cola 

Design 
But registration 

lapsed in 1940 

http://livepositively.com/


PATENTS: KEY CONCEPTS

 A patent is an exclusive right granted for an invention.

 Anyone who invents or discovers any new and useful process,

machine, article of manufacture or composition of matter, or any

new and useful improvement thereof, may obtain a patent.

 The patent owner has the exclusive right to exclude others from

unauthorized making, using, selling, offering for sale and

importing the patented product or process, in the

country/countries where the patent was granted.

 The rights attached to patents are valid for a limited

time period, which in most countries is 20 years from the

filing date of a patent application. (Malaysia: S.35 PA

1983).
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WHAT IS INVENTION?
 S.12 PA 1983: Invention is an idea of an inventor which

permits in practice the solution to a specific problem in

the field of technology.

 2 types of inventions: product or process that MUST

provide a solution to a specific problem in the field of

technology.

 Product means anything appears in tangible form which

includes any apparatus, article, device, equipment,

handicraft, implement, machine and composition. A

patented product means a product which is a patented

invention.

 Process includes an art or method. A patented process, a

product obtained directly by means of the process.
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REQUIREMENTS TO OBTAIN A PATENT

 S.11 PA 1983: Patentable inventions - An invention is

patentable if it is new, involves an inventive step and is

industrially applicable (useful).

 S.14(1) PA 1983: An invention is new if it is not

anticipated by prior art.

 The invention must show an element of “novelty”, meaning some

new characteristic that is not part of the body of existing

knowledge in its particular technical field. That body of existing

knowledge is called “prior art”.

 Windsurfing International Inc. v Tabur Marine (GB) Ltd.

[1985] RPC 59
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…REQUIREMENTS

 SKB Shutters Manufacturing Sdn Bhd v Seng Kong Shutter

Industries Sdn Bhd [2011] 1 AMCR 287

“The invention is not novel if it is anticipated by prior art

and prior art consists of everything disclosed to the

public anywhere in the world by written publication, oral

disclosure and by use or in any other way before the

priority date of the patent application claiming the

invention”.

 S.15 PA 1983: such inventive step could not be deduced

(obvious) by a person with average knowledge of the

technical field.
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…REQUIREMENTS

 Intercontinental Specialty Fats Sdn Bhd v Asahi Denko

Kogyo KK [2000] 4 MLJ 775/ [2000] 8 CLJ 230

Q: Whether obvious to the person skilled in the art? Held: a cocoa-

butter substitute of the defendants’ claimed invention would have

not been obvious to the skilled person.

 S.16 PA 1983: An invention shall be considered

industrially applicable if it can be made or used in any

kind of industry (must be of practical use).

 Non-patentable inventions: S.13 PA 1983 - scientific

theories, mathematical methods, plant or animal

varieties, discoveries of natural substances, commercial

methods or methods of medical treatment (as opposed to

medical products) are not generally patentable.
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EXAMPLE OF PATENTABLE 

PRODUCTS/METHODS
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PATENTS EXERCISE

 Malaysia has a long tradition of medicine, an important

feature of which has always been the use of herbs.

Medicinal properties of some herbs and flowers, in

particular sireh, have been known since the Middle Ages.

Sireh extracts and preparations have been described in

numerous books and articles on the subject. Based upon

this knowledge, A, a pharmacist, has developed a syrup

consisting mostly, but not exclusively, of sireh extract.

She claims that this composition can boost the immune

system to protect against cancer.

Q: May A apply for a patent? If yes, what must A

demonstrate in order to prove that she is entitled to a

patent?
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WHAT IS A TRADEMARK? ® ™ 
 A trademark is a distinctive sign that identifies certain

goods or services produced or provided by an individual

or a company.

 The owners of marks have the exclusive right to use

them to identify goods or services, or to authorize others

to use them in return for payment.

 S.3 TMA 1976 gives a wide definition of the word “mark”

to include a device, brand, heading, label, ticket, name,

signature,word, letter, numeral or any combination

thereof.
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WHAT KINDS OF TRADEMARKS

CAN BE REGISTERED?

 Trademarks may be one or a combination of words,

letters and numerals. They may consist of drawings,

symbols or three dimensional signs, such as the

shape and packaging of goods.

 S.10(1) TMA 1976: the name of an individual,

company or firm, signature , invented word(s), other

distinctive mark (devices, numerals and letters), and

colours.
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NON-REGISTRABLE MARKS
 S.14(1) TMA 1976: a mark shall not be registered as a

trade mark IF –

 It contains deceptive marks

 Case: Rotta Research Laboratorium SpA v Ho Tack Sien

(Viatril-S v Artril 250)

 It contains scandalous/contrary to public morality

 It contains identical mark with registered well known

mark

 Tohtonku Sdn Bhd v Superace (M) Sdn Bhd [1992]1 CLJ

(Rep) 334

 McCurry Restaurant (KL) Sdn Bhd v McDonalds

Corporation [2009] 3 CLJ 540
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TRADEMARK EXERCISE

 A group of university students have developed a game

program that makes access to the Internet faster. They

decide to sell their game program to people and

companies that operate “internet cafés.” They use the

mark “Intendo” for their new game program because it

will tell people that their program is as good as the one

developed by “Nintendo.”

Q: Can they use the “Intendo” mark on their game

program?
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INDUSTRIAL DESIGN: KEY CONCEPTS

 S.3 IDA 1996: Industrial design (ID) refers to features of

shape, configuration, pattern or ornament when applied

onto an article by any industrial process or means, being

features which in the finished article, appeals to the

eyes.

 ID is the overall appearance of an article or a product.

 The design may consist of 3D features such as the

shape and configuration of an article, or 2D features,

such as pattern and ornamentation.

 The design features must be applied to an article by

an industrial process or means of which, the features

in the finished article gives it a unique appearance.
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…ID: KEY CONCEPTS

 Buckley LJ in Dover v Nurnberger Celluloid Waren
Fabrik Gebruder Wolff [1910] 2 Ch 25 at 28:

“Design means, therefore, a conception or suggestion or
idea of a shape or of a picture or of a device or of some
arrangement which can be applied to an article by some
annual, mechanical or chemical means. It is a
conception, suggestion, or idea and not an article which
is the thing capable of being registered…It is a suggestion
of form or ornament to be applied to physical body”.
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…ID:KEY CONCEPTS

 Aesthetic appeal is defined as "appeal to and are judged

by the eye".

 Amp Inc v Utilux Pty Ltd [1972] RPC 103

"aesthetic considerations are normally taken into account

by persons requiring or using the article".

 These criteria will exclude from protection designs which

are solely functional or whose appearance is dictated

solely by the function they have to perform.

 Registered designs protection will only protect truly

aesthetic, stand alone designs where competitors do

not need to be able to copy such designs in order to

compete in the same market.
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REGISTRATION OF ID

 S.12 IDA 1996: To obtain registration an ID must be

new/novel in Malaysia and fulfill the definition as

required in s.3.

 ID is not registrable if:
 The aesthetic appearance of an article is not

significant or the design features differs only in
immaterial details [s.12(2)];

 It is a method or principle of construction [s.3(1)(b)];

 The designs of the articles concern exclusively with
how an article functions [s.3(1)(b)(i)];

 Features of shape which are dependent upon the
appearance of another article [s.3(1)(b)(ii)];

 Designs contrary to law or morality [s.13];

 Certain specified designs protected under copyright
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COPYRIGHTS: KEY CONCEPTS ©
 Copyright is a form of ownership interest that arises

automatically whenever a new intellectual work is

created = No registration - automatically exist upon

creation.

 Copyright law protects original works of authorship

fixed in any tangible medium of expression.

 S.7 CA 1987 list out types of works protected by

copyright in Malaysia –

 Literary works, Musical works, Artistic works,

Films, Sound Recordings, Broadcasts, Performers.
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…COPYRIGHTS: KEY CONCEPTS ©
 Engineers probably deal mostly with artistic works (e.g.

engineering drawings, photographs, flow diagrams, concept

sketches, etc); literary works (e.g. the text of user

manuals) and computer programs (e.g. machine, object and

source code – in fact, any instructions used to direct the

operation of a machine, like the code for machines used in

the manufacture of components).

 S.3 CA 1987 defines artistic works as –

 a graphic work, photograph, sculpture or collage,

irrespective of artistic quality;

 a work of architecture being a building or a model for a

building; or

 a work of artistic craftsmanship.
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…COPYRIGHTS: KEY CONCEPTS ©

 S.3 CA 1987 defines graphic work as includes–

 any painting, drawing, diagram, map, chart or

plan; and

 any engraving, etching, lithograph, woodcut

or similar work;

 Honda Giken Kogyo Kabushiki Kaisha v Allied

Pacific Motor (M) Sdn Bhd [2005] 3 MLJ 30.

 Hexagon Tower Sdn Bhd v Polydynamic Holdings

Sdn Bhd & 3 Ors [2005] 4 AMR 384.
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COPYRIGHTS PROTECTION

What would considered as created work?

(1) S.7(2A) CA 1987: Copyright does not protect ideas,

only the expression of ideas. eg: In the case of

computer programs, copyright protects the code

drafted by the computer program developers.

 Peterson J in Uni. of London Press v Uni. Tutorial Press

[1916] 2 Ch 601.

 S.7(3)(b) CA 1987: Fixation into tangible form - A

literary, musical or artistic work shall not be eligible

for copyright unless the work has been written down,

recorded or otherwise reduced to material form.

25
EUT440 LAW 4 KM



…COPYRIGHTS PROTECTION

What would considered as created work?

(2) S.7(3)(a) CA 1987: A literary, musical or

artistic work shall not be eligible for

copyright unless sufficient effort has been

expended to make the work original in

character.

(3) S.10(1) (2) CA1987: the author is qualified

person or the work is made in Malaysia or the

work is first published in Malaysia.
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OWNER OF COPYRIGHTED WORKS

 Who owns copyright: employer v employee?

 S.26(2) CA 1987: Copyrights in a work vests initially in

the author (writer, composer, maker of the work, etc).

 However, where the making of a work is made by an employee in

the course of his employment, unless there is any contrary

agreement, the copyright in the work shall be deemed to vest in

the person who commissioned the work or the employer.

 S.13(1) CA 1987: Exclusive rights – owner can control

copyrighted works in Malaysia in terms of the reproduction

in any material form; communication to the public;

performance, showing or playing to the public; distribution

of copies to the public by sale or other transfer of

ownership; and the commercial rental to the public, of the

whole work or a substantial part thereof.
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TRADE SECRETS: KEY CONCEPTS

 Trade secrets consist of any valuable information that

gives its owner a competitive advantage that -

 Is the subject of reasonable efforts to maintain

secrecy, and

 Which derives economic value from not being

generally known or readily ascertainable by others.

 Trade secrets are protected by keeping the relevant

information secret.

 Nearly any kind of confidential information is protectable,

including customer lists, recipes, formulae, marketing plans,

employee rosters, financial information and forecasts and

methods of conducting business, provided that it does not fall

within public knowledge.
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…TRADE SECRETS

 Seager v Copydex Ltd. [1967] 2 All ER 415, L.Denning

“A trade secret may consist of any formula, pattern, device or

compilation of information which is used in one's business, and

which gives him an opportunity to obtain an advantage over

competitors who do not know or use it. It may be a formula

for a chemical compound, a process of manufacturing,

treating or preserving materials, a pattern for a machine or

other device, or a list of customers.”

 TS of relevance for engineers and scientists: Allow

companies to protect processes, formulas,

patterns, methods, techniques, programs, devices,

etc. that they may otherwise not be able or want to

patent.
29

EUT440 LAW 4 KM



…TRADE SECRETS

 Limits of the rights: TS protection lasts for as long as the

reasonable efforts have been made to maintain the

secrecy of the information. Once the information is made

public, TS protection ends.

 Usually, non-disclosure agreements and employment

contracts will state that the signee agrees to maintain

the confidentiality of the trade secrets of the

employer.

 Courts will award damages for the disclosure of such

secrets

 Engineers have, in addition, an ethical responsibility

to protect trade secrets, failure to do so may result in

an allegation of professional misconduct.
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